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Claims 10-17 and 24-29 are f 



2. The Rejection of Claims 10-17 m& 24 Uader 35 U.S.C. § 103(a) Over ESoch m View of 



In the Office Action at pages 3-5, claims 10-17 and 24, have been rejected under 35 U.S.C. § 
103(a), as allegedly being unpatentable over Bloch et VS. Patent No. 5,41 1,876 in view of 
Rothmann et aL, Published U.S. Patent Application No. 2003/0065152 (hereinafter "Rothmann"). 
Applicants respectfully traverse this rejection. 



and processing of the 



bed hydrocarbons having 6 to 16 carters atoms. See Office Action at page 4, 
The Office Action attempts to cure this deficiency with the disclosure of 



. The 

g a layer of an immiscible hydrocarbon on top 
of an aqueous solution of the Copolymer, and that mineral oil is particularly preferred for this use. 
The Office Action further contends that Rothmann discloses that hydrocarbons having 8 to 12 carbon 
atoms are suitable for tins use. The Office Action concludes that it would have been obvious to 
le mineral oil barrier disclosed sn Bloch and replace it with C 8 to C i6 hydrocarbons as 
in Rothmann in order to prevent aerosol formation. Applicants respectfully disagree with 



Applicants submit that the obviousness rejection set forth in the Office Action is based on 
. See M.P.E.P. § 2145.5CA; see aiso KSR Ml Co. v. Tele/lex Inc., 127 S.Ct 
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1727, 1752 (2007). ("A f 
bias and must be cautious 



er should be aware, of course, of the distortion caused by h 
jments reliant upon sac pes/ reasoning,") The Office Action has not 
e of obviousness. As set forth is MJP.E.P. § 2143(D), a prima facie 
case of obviousness can only be shown where the cited combination of references would yield 
predictable results. See KSR> 127 S.Ct. 1727 at 1740, The Office Action has not provided a showing 
feat modifying fee disclosure of Bloch with the disclosure of Rothmann would have a reasonable 

in Bloch with the hydrocarbons disclosed in Rothrnann, as required, would result in a successful 
method of preventing contamination. Absent such a showing, a prima facie case of obviousness 
cannot be established. See M.P.RP. § 2143,02. 

Applicants submit, that the disclosure of Bloch relies on the use of greases or waxes to create a 
overlay on the surface of a PGR product. See Bloch at columns 3-4. The Office Action suggests that 



assertions in the Office Action, Rothmann does not disclose ''adding a layer of an immiscible 
hydrocarbon on top of an aqueous solution of the btopolymer:' See Office Action at page 4, third 



h are to be analyzed and which contain the biopoiymers or biopoiymers as one 
n at page 2, paragraph!!. 



• (See ah 
son...) ' 



n at page 3, claim 1, "mixing an aqueous solution . . . with at 
h may disclose the use of wax or grease overlays, there is no is 



a mixing of a. 



or wax layer," as in Bloch. See Bloch at column 4, lines 37-39. There is no 
t that addition of branched or unbranched hydrocarbons to the solutions of 

possible with reproducible elation volumes to avoid the c 
sforanalys 
iuired in B 
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See M.P.E.P. § 



i of CMm 25 Ussder 35 U.S.C. § 103(a) Over I 



i m View of &osak 



In the Office Action at pages 5-6, claim 25 has been rejected under 35 U.S.C. § 103(a), as 
allegedly being unpatentable over Btoch in view of Kosak et al., U.S. Patent No. 5,968,729 
(hereinafter "Kosak"). Applicants respectfully traverse this rejection. 

The Office Action suggests that Bloch discloses the claimed invention as set forth above, but 
indicates that Bloch does not disclose that the contamination barrier comprises silicone oil. The 
Office Action attempts to cure this deficiency with Kosak. 

The Office Action contends that Kosak discloses a method to seal an aqueous PGR tube with 



is PCR s. 
e it is co 



Office Action at page 6, 
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wax, grease or polymer mix, that does not easily flow when solidified at room temperature (i.e. 
25°C)" Kosak at column 5, line 66, through column 6, line 6? (emphasis added). 

Applicants submit that as both Bloch and Kosak specifically teach away from the use of 
liquid oils as contamination barriers, a person of ordinary skill in the art would clearly not have 
utilize any oil, let alone silicone oils, in either of the methods of Bloch or 



Thus, contrary to the assertion in the Office Action, present claim 25, which specifically 
requires the use of a liquid, silicone oil, would not have been obvious based on the disclosure of the 
cited references, alone or in combination, in feet, the suggestion in the Office Action that "it would 
have been prima facie obvious to one of ordinary skill in the art to modify the mineral oil barrier of 
Bloch and utilize a silicone barrier as taught by Kosak because it is easier to penetrate an oil layer 
than a grease layer," (Office Action at page 6, third paragraph) specifically goes against the disclosure 
of both Bloch and Kosak which repeatedly specify the use of a grease or wax layer that is solid at 



In view of the foregoing remarks. Applicants respectfully s 
not set forth a prima facie ease of o 
under 35 U.S.C § 103(a) are ther 



it that the Office Action has 
1 of the rejection 



4, The 



s 26-29 Under 35 U.S.C § 103(a) Over Bloch is View of h 



In the Office Action at pages 6-8, claims 26-29 have been rejected under 35 U.S.C. § 103(a), 
gedly being unpatentable over Bloch in view of Kosak and further in view of Moretto et al., 
>nes" in I 



The Office Action suggests 
l above. The Office Action e 



revw, t 
dofun; 



g 10 to 1000 silicon ate 
The Office Action a 



have been prima facie obvious to one of o 
taught by Bloch, in view of Kosak, with : 



atoms. The Office Action concludes that "it would 
skill in the art to modify the silicone oil barrier as 
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Action at page 7, third f 



As set forth above, Applicants submit that both Bloch and Kosak specifically teseA away 
from the use of oils as contamination barriers. While the Office Action contends that these references 
in combination disclose "a silicone oil barrier," both references specifically discuss the pitfalls of 
utilizing an oil layer as a contamination barrier and specifically require the use of waxes and oils that 
are solid a room temperature. See eg., Bloch at column 4, lines 33-40; Kosak at column 5, line 66, 
through column 6, line 2. Thus, even if Moretto does disclose that the most important silicone fluids 
ne fluids comprised of unhranehed chains containing silicon and oxygen atoms, such 
!, in combination with the disclosures of Bloch and Kosak, does not render obvious the 
presently claimed invention. The Office Action has not provided a showing that modifying the 
disclosures of Bloch and Kosak with the d 
of success of creating a contamination barri 
of obviousness cannot be established. See M.P.E.P. § 2143.02. 
In view of the foregoing remarl 
d of the rejection under 35 U.S.C. § 103(a). 
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t for allowance and 



. The Examiner is .r.v < one the aiders if that would be helpful in 



M may otherwise be provided for in documents accompanying this paper. However, 

>ns of time are hereby petitioned under 3? CJF.R. § 1.136(a), and any fees required there! 

s for net addition of claims) are hereby authorized to be charged to oar 
No. 50-5071. 



' Thomas A. Haag 

Registration No. 47,621 



Faselli St rain & Hug FLLC 

Customer No. 91436 

1455 Pennsylvania AveN.W., Suite 400 

Washington. D.C., 20004 

Tel: 202.62 S. 1840 

Fax: 202.621.1844 



Page 7 of 7 



